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0 This application has been examined $ Responsive to communication filed on H This action is made final. 

A shortened statutory period for response to this action Is set to expire month(s), \/ davsfrom the date of this letter. 

Failure to respond within the period for response will cause the application to become abandoned. 35 U.S.C. 133 

Parti THE FOLLOWING ATTACHMENT(S) ARE PART OF THIS ACTION: 

1. El Notice of References Cited by Examiner, PTO-892. 2. d Notice of Draftsman's Patent Drawing Review, PTO-948. 
3. □ Notice of Art Cited by Applicant. PTO-1449. 4. □ Notice of Informal Patent Application, PTO-1 52. 
5. LJ Information on How to Effect Drawing Changes, PTO-1 474. 6. d 

Part II SUMMARY OF ACTION 



_ are pending in the application. 



Of the above, claims are withdrawn from consideration. 

Claims have been cancelled. 

3. □ Claims are allowed. 

4. [JO aaims l-^j M are rejected. 

5. CD Claims are objected to. 

®* Q Claims __ are subject to restriction or election requirement. 

This application has been filed with informal drawings under 37 C.F.R. 1 .85 which are acceptable for examination purposes. 
Formal drawings are required In response to this Office action. 

The corrected or substitute drawings have been received on . Under 37 C.F.R. 1 .84 these drawings 

are □ acceptable; □ not acceptable (see explanation or Notice of Draftsman's Patent Drawing Review, PTO-948). 

10. D The proposed additional or substitute sheet(s) of drawings, filed on . has (have) been D approved by the 

examiner; □ disapproved by the examiner (see explanation) . 

The proposed drawing correction, filed has been □ approved; □ disapproved (see explanation). 

12. [U Acknowledgement is made of the claim for priority under 35 U.S.C. 1 19. The certified copy has □ been received O not been received 

□ been filed in parent application, serial no. ; filed on . 

13. CH Since this application apppears to be in condition for allowance except for formal matters, prosecution as to the merits is closed in 

accordance with the practice under Ex parte Quayte. 1935 CD. 1 1; 453 O.G^13; 

14. □ Other 
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1. The title of the invention is not descriptive. A new title 
is required that is clearly indicative of the invention to which 
the claims are directed. 

The following title is suggested: TIRE WITH APEX RUBBER 
BLEND AND METHOD OF MAKING SAME. 

2. The following guidelines illustrate the preferred layout and 
content for patent applications. These guidelines are suggested 
for the applicant's use. 

Arrangement of the Specification 

The following order or arrangement is preferred in framing 
the specification and, except for the title of the invention, 
each of the lettered items should be preceded by the headings 
indicated below. 

(a) Title of the Invention. 

(b) Cross-Ref erences to Related Applications (if any) . 

(c) Statement as to rights to inventions made under 
Federally-sponsored research and development (if any) . 

(d) Background of the invention. 

1. Field of the Invention. 

2. Description of the Related Art including 
information disclosed under 37 C.F.R. §§ 1.97- 
1.99. 

(e) Summary of the Invention. 

(f) Brief Description of the Drawing. 

(g) Description of the Preferred Embodiment (s) . 

(h) Claim (s) . 

(i) Abstract of the Disclosure. 

Content of Specification 

(a) Title of the Invention. (See 37 C.F.R. § 1.72(a)). 

The title of the invention should be placed at the top 
of the first page of the specification. It should be 
brief but technically accurate and descriptive, 
preferably from two to seven words. 



I 
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(b) Cross-Ref erences to Related Applications: See 37 C.F.R. 
§ 1.78 and section 201.11 of the M.P.E.P. 

(c) Statement as to rights to inventions made under 
Federally sponsored research and development (if any) : 
See section 310 of the M.P.E.P. 

(d) Background of the Invention: The specification should 
set forth the Background of the Invention in two parts: 

(1) Field of the Invention: A statement of the field 
of art to which the invention pertains. This 
statement may include a paraphrasing of the 
applicable U.S. patent classification definitions 
of the subject matter of the claimed invention. 
This item may also be titled "Technical Field". 

(2) Description of the Related Art: A description of 
the related art known to the applicant and 
including, if applicable, references to specific 
related art and problems involved in the prior art 
which are solved by the applicant's invention. 
This item may also be titled "Background Art". 

(e) Summary: A brief summary or general statement of the 
invention as set forth in 37 C.F.R. § 1.73. The 
summary is separate and distinct from the abstract and 
is directed toward the invention rather than the 
disclosure as a whole. The summary may point out the 
advantages of the invention or how it solves problems 
previously existent in the prior art (and preferably 
indicated in the Background of the Invention) . In 
chemical cases it should point out in general terms the 
utility of the invention. If possible, the nature and 
gist of the invention or the inventive concept should 
be set forth. Objects of the invention should be 
treated briefly and only to the extent that they 
contribute to an understanding of the invention. 

(f) Brief Description of the Drawing (s) : A reference to and 
brief description of the drawing (s) as set forth in 37 
C.F.R. § 1.74. 

(g) Description of the Preferred Embodiment (s) : A 
description of the preferred embodiment (s) of the 
invention as required in 37 C.F.R. § 1.71. The 
description should be as short and specific as is 
necessary to describe the invention adequately and 
accurately. This item may also be titled "Best Mode for 
Carrying Out the Invention" . Where elements or groups 
of elements, compounds, and processes, which are 



• 
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conventional and generally widely known in the field of 
the invention described and their exact nature or type 
is not necessary for an understanding and use of the 
invention by a person skilled in the art, they should 
not be described in detail. However, where 
particularly complicated subject matter is involved or 
where the elements, compounds, or processes may not be 
commonly or widely known in the field, the 
specification should refer to another patent or readily 
available publication which adequately describes the 
subject matter. 

(h) Claim(s) (See 37 C.F.R. § 1.75): A claim may be typed 
with the various elements subdivided in paragraph form. 
There may be plural indentations to further segregate 
subcombinations or related steps. 

(i) Abstract: A brief narrative of the disclosure as a 
whole in a single paragraph of 250 words or less. 



3. Claims 1-2, 4-6, 8-14 are rejected under 35 U.S.C. 112, 
second paragraph, as being indefinite for failing to particularly 
point out and distinctly claim the subject matter which applicant 
regards as the invention. 

Applicants should make the following amendments to the 
claims to restore broader claim language to which applicants are 
entitled, to adopt the examiner's suggested amendments, and to 
eliminate new matter: claim 1 line 6, after "having" insert — 
about — ; claim 1 line 7, change "2" to — about 12 — ; claim 1 line 
8, before "3" insert — about — ; claim 5 line 10, after "having" 
insert — about — ; claim 5 line 11, change "a" to — about — and 
"1,2 content" to — 1,2-content — ; claim 5 line 12, before "3" 



Serial Number: 
Art Unit: 1301 



08/353,942 



-5- 



insert — about — ; claim 12 lines 2 and 3, after "percent" (all 
occurrences) insert — by weight--. 

4. The declaration under 37 C.F.R. § 1.132 filed May 17, 1996 
is insufficient to overcome the rejection of claims 1-2, 4-6, 8- 
14 based upon Sandstrom et al f 838 as set forth in the last 
Office action because a declaration of attribution must identify 
the subject matter intended to be attributed to the declarant 
(see MPEP 716.10). Specifically, in this case the inventor Paul 
Harry Sandstrom should include in part (3) of this declaration 
that in U.S. Patent 5,174,838 he invented the recited rubber 
composition and its general use in tires. 

5. The text of those sections of Title 35, U.S. Code not 
included in this action can be found in a prior Office action. 

6. This application currently names joint inventors. In 
considering patentability of the claims under 35 U.S.C. § 103, 
the examiner presumes that the subject matter of the various 
claims was commonly owned at the time any inventions covered 
therein were made absent any evidence to the contrary. Applicant 
is advised of the obligation under 37 C.F.R. § 1.56 to point out 
the inventor and invention dates of each claim that was not 
commonly owned at the time a later invention was made in order 
for the examiner to consider the applicability of potential 35 
U.S.C. § 102(f) or (g) prior art under 35 U.S.C. § 103. 

7. Claims 1-2, 4-6, 8-14 are rejected under 35 U.S.C. 103(a) as 
being obvious over Sandstrom et al. '838 in view of European 
patent application 0410311 or, alternatively, in view of European 
patent application 0461329 or Japanese patent application 1- 
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135847. These references are combined for the same reasons as 
set forth in Paper Number 18, para. 6. No new arguments have 
been presented. The applied reference has a common inventor with 
the instant application. Based upon the earlier effective U.S. 
filing date of the reference, it constitutes prior, art under 35 
U.S.C. 102(e). This rejection under 35 U.S.C. 103(a) might be 
overcome either by showing under 37 CFR 1.132 that any invention 
disclosed but not claimed in the reference was derived from the 
inventor of this application and is thus not the invention "by 
another, " or by a showing of a date of invention for the instant 
application of any unclaimed subject matter prior to effective 
U.S. filing date of the reference under 37 CFR 1.131. See para. 
4 above. 

8. Claims 1-2, 4-6, 8-14 are rejected under 35 U.S.C. 103(a) as 
being obvious over Yasuda in view of Sandstrom et al. '838. 
These references are combined for the same reasons as set forth 
in Paper Number 18, para. 7. No new arguments have been 
presented. The applied reference has a common inventor with the 
instant application. Based upon the earlier effective U.S. 
filing date of the reference, it constitutes prior art under 35 
U.S.C. 102(e). This rejection under 35 U.S.C. 103(a) might be 
overcome either by showing under 37 CFR 1.132 that any invention 
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disclosed but not claimed in the reference was derived from the 
inventor of this application and is thus not the invention "by 
another, " or by a showing of a date of invention for the instant 
application of any unclaimed subject matter prior to effective 
U.S. filing date of the reference under 37 CFR 1.131. See para. 
4 above . 

9. Claims 1-2, 4-6, 8-14 are rejected under 35 U.S.C. 103(a) as 
being obvious over Japanese patent application 57-212239 in view 
of Sandstrom et al. '838. These references are combined for the 
same reasons as set forth in Paper Number 18, para. 8. No new 
arguments have been presented. The applied reference has a 
common inventor with the instant application. Based upon the 
earlier effective U.S. filing date of the reference, it 
constitutes prior art under 35 U.S.C. 102(e). This rejection 
under 35 U.S.C. 103(a) might be overcome either by showing under 
37 CFR 1.132 that any invention disclosed but not claimed in the 
reference was derived from the inventor of this application and 
is thus not the invention "by another," or by a showing of a date 
of invention for the instant application of any unclaimed subject 
matter prior to effective U.S. filing date of the reference under 
37 CFR 1.131. See para. 4 above. 

10. Noted of interest is Crouch (3,244,773), disclosing a tire 
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rubber composition similar to applicants' but silent as to the 
particular vinyl 1,2-content and cis 1,4-content for the trans 

I, 4-polybutadiene now claimed by applicants. 

II. Applicant's arguments filed January 22, 1996 and May 17, 
1996 have been fully considered but they are not deemed to be 
persuasive. See paras. 7-9 above. 

12. Applicant's amendment necessitated the new grounds of 
rejection. Accordingly, THIS ACTION IS MADE FINAL. See M.P.E.P. 
§ 706.07(a). Applicant is reminded of the extension of time 
policy as set forth in 37 C.F.R. § 1.136(a). 



A SHORTENED STATUTORY PERIOD FOR RESPONSE TO THIS FINAL 
ACTION IS SET TO EXPIRE THREE MONTHS FROM THE DATE OF THIS 
ACTION. IN THE EVENT A FIRST RESPONSE IS FILED WITHIN TWO MONTHS 
OF THE MAILING DATE OF THIS FINAL ACTION AND THE ADVISORY ACTION 
IS NOT MAILED UNTIL AFTER THE END OF THE THREE-MONTH SHORTENED 
STATUTORY PERIOD, THEN THE SHORTENED STATUTORY PERIOD WILL EXPIRE 
ON THE DATE THE ADVISORY ACTION IS MAILED, AND ANY EXTENSION FEE 
PURSUANT TO 37 C.F.R. § 1.136(a) WILL BE CALCULATED FROM THE 
MAILING DATE OF THE ADVISORY ACTION. IN NO EVENT WILL THE 
STATUTORY PERIOD FOR RESPONSE EXPIRE LATER THAN SIX MONTHS FROM 
THE DATE OF THIS FINAL ACTION. 

13. This application is subject to the provisions of Public Law 
103-465, effective June 8, 1995. Accordingly, since this 
application has been pending for at least two years as of June 8, 
1995, taking into account any reference to an earlier filed 
application under 35 U.S.C. 120, 121 or 365(c), applicant, under 
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37 CFR 1.129(a), is entitled to have a first submission entered 
and considered on the merits if, prior to abandonment, the 
submission and the fee set forth in 37 CFR 1.17 (r) are filed 
prior to the filing of an appeal brief under 37 CFR 1.192. Upon 
the timely filing of a first submission and the appropriate fee 
of $750 for a large entity under 37 CFR 1.17 (r), the finality of 
the previous Office action will be withdrawn. In view of 35 
U.S.C. 132/ no amendment considered as a result of payment of the 
fee set forth in 37 CFR 1.17 (r) may introduce new matter into the 
disclosure of the application. 

If applicant has filed multiple proposed amendments which, when 
entered, would conflict with one another, specific instructions 
for entry or non-entry of each such amendment should be provided 
upon payment of any fee under 37 CFR 1.17(r). 

14. Any inquiry concerning this communication or earlier 
communications from the examiner should be directed to Adrienne 
Johnstone whose telephone number is (703) 308-2059. The examiner 
can normally be reached on Monday through Thursday from 8:30 AM 
to 6:00 PM. The examiner can also be reached on alternate 
Fridays from 9:30 AM to 6:00 PM. 

If attempts to reach the examiner by telephone are 
unsuccessful, the examiner T s supervisor, Michael Ball, can be 
reached on (703) 308-2058. The fax phone number for this Group 
is (703) 305-7115. 
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Any inquiry of a general nature or relating to the status of 
this application or proceeding should be directed to the Group 
receptionist whose telephone number is (703) 308-0651. 



Adrienne Johnstone/ krb 
August 9, 1996 
August 14, 1996 



